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DETAILED ACTION 

1. Claims 1-21 are pending in this application and presented for examination. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 17-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

4. As to claim 17, a system claim, the system may be implemented as software as 
supported by the specification ([0014], lines 4-6; [0015], lines 1-2; [0016]) and thus is 
merely functional descriptive material. 

5. As to claim 18, a system claim, the client may be implemented as software as 
supported by the specification ([0016]) and thus is merely functional descriptive 
material. 

6. As to claim 19, a system claim, the server may be implemented as software as 
supported by the specification ([0015], lines 1-2) and thus is merely functional 
descriptive material. 
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7. As to claim 20, a system claim, the client and server may be implemented as 
software as supported by the specification ([0014], lines 4-6; [0015], lines 1-2; [0016]) 
and thus is merely functional descriptive material. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



9. Claims 1-4, 6-11, and 13-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Mathew et al. (Mathew), U.S. Publication No. 2005/0076110 A1. 



10. As to claim 1 , Mathew discloses a method of communicating over a 
communications network (Abstract, lines 2-5) comprising the steps of: 

defining a list specifying at least one electronic message source to which 
automated reply electronic messages are allowed ([0423], lines 1-3 and 6-17; [0424]; 
[0429]; [0430]; Figure 33m; Figure 33n); 

receiving an electronic message from a source ([0429], lines 5-9); 
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comparing the source of the received electronic message with the source in the 
list ([0423], lines 6-17; [0424]; [0429], lines 5-9); 

and sending an automated reply electronic message to the source of the 
received electronic message if the source matches the source on the list ([0429], lines 
1-9; [0430]). 

11. As to claim 8, Mathew discloses a machine readable storage ([0436], lines 1-4), 
having stored thereon a computer program having a plurality of code sections 
executable by a machine for causing the machine to perform the steps of: 

defining a list specifying at least one electronic message source to which 
automated reply electronic messages are allowed ([0423], lines 1-3 and 6-17; [0424]; 
[0429]; [0430]; Figure 33m; Figure 33n); 

receiving an electronic message from a source ([0429], lines 5-9); 

comparing the source of the received electronic message with the source in the 
list ([0423], lines 6-17; [0424]; [0429], lines 5-9); 

and sending an automated reply electronic message to the source of the 
received electronic message if the source matches the source on the list ([0429], lines 
1-9; [0430]). 

12. As to claim 15, Mathew discloses a system for communicating over a 
communications network ([0048], lines 1-4) comprising: 
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means for defining a list specifying at least one electronic message source to 
which automated reply electronic messages are allowed ([0423], lines 1-3 and 6-17; 
[0424]; [0429]; [0430]; Figure 33m; Figure 33n); 

means for receiving an electronic message from a source ([0429], lines 5-9); 

means for comparing the source of the received electronic message with the 
source in the list ([0423], lines 6-17; [0424]; [0429], lines 5-9); 

and means for sending an automated reply electronic message to the source of 
the received electronic message if the source matches the source on the list ([0429], 
lines 1-9; [0430]). 

1 3. As to claim 1 7, Mathew discloses an electronic communication system 
configured to selectively provide automated reply electronic messages in response to 
received electronic messages ([0429], lines 1-9), 

wherein said electronic communication system only sends automated reply 
electronic messages to sources of the received electronic messages that match a list 
specifying approved electronic message sources ([0423], lines 6-17; [0424]; [0429], 
lines 1-9; [0430]; Figure 33m; Figure 33n). 

14. As to claims 2 and 9, Mathew discloses the electronic message is an electronic 
mail message ([0429], lines 5-9). 
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15. As to claims 3 and 10, Mathew discloses the electronic message is an instant 
message ([0424]; [0429], lines 1-5). 

16. As to claims 4, 1 1 , and 16, Mathew discloses the step of activating an auto-reply 
function in an electronic communication system ([0429]; Figure 33n, items 3376 and 
3377). 

17. As to claims 6 and 13, Mathew discloses the electronic message source is an 
electronic message address to which an automated reply electronic message can be 
sent ([0429]). 

18. As to claims 7 and 14, Mathew discloses the electronic message source 
specifies that an automated reply electronic message can be sent to any electronic 
message address listed in a personal address book ([0423], lines 6-9; [0429], lines 1-5). 

19. As to claim 18, Mathew discloses said system is a client ([0367], lines 1-3 and 5- 
9; [0437], lines 34-40). 

20. As to claim 19, Mathew discloses said system is a server ([0367], lines 5-9). 

21 . As to claim 20, Mathew discloses said system comprises a client and a server 
([0437], lines 34-40). 
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22. As to claim 21 , Mathew discloses at least one data store including the list 
specifying approved electronic mail sources ([0436], lines 1-10; [0367]). 

Claim Rejections - 35 USC § 103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

24. Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mathew in view of Wilson, U.S. Publication No. 2004/0015554 A1. 

25. As to claims 5 and 12, Mathew does not disclose the electronic message source 
is a domain. 

However, Wilson does disclose the electronic message source is a domain 
([0048]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Mathew by processing domains as electronic 
message sources as taught by Wilson in order to prevent junk e-mailers from changing 
an email address to get around e-mail filtering while keeping the same domain name 
([0009], lines 7-9). 



Application/Control Number: 10/680,045 



Art Unit: 2196 



Page 8 



Summary 



26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian P. Whipple whose telephone number is (571)270- 
1244. The examiner can normally be reached on Mon-Thu (7:30 to 5), Fri (7:30 to 4 or 
day off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nabil El-Hady can be reached on (571)272-3963. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Brian P. Whipple 
11/14/06 




